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DETAILED ACTION 

1 . This action is responsive to the amendment filed on February 12, 2008. 

2. Claims 1, 3-6, and 8-10 have been examined. 

Response to Arguments 

3. Applicant's arguments with respect to the rejection(s) of claims 1, 3-6, and 8-10 have 
been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground of rejection is made in view of Smith 
and further in view of Jong as applied in details below. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

5. Claims 6 and 8-10 are rejected because the claimed invention is directed to non- 
statutory subject matter: "A software program set on computer readable media", wherein said 
computer readable media can be transmission media as disclosed in the specification, 
page 6, paragraph 21 . 

Claim 6 amounts to Functional Descriptive Material: "Data Structures" 
representing descriptive material per se or "Computer Programs" representing computer 
listings per se. 

Data structures not claimed as embodied in computer-readable media are 
descriptive material per se and are not statutory because they are not capable of 
causing functional change in the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 
USPQ2d at 1760 (claim to a data structure per se held nonstatutory). Such claimed data 
structures do not define any structural and functional interrelationships between the 
data structure and other claimed aspects of the invention which permit the data 
structure's functionality to be realized. In contrast, a claimed computer-readable medium 
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encoded with a data structure defines structural and functional interrelationsliips 
between the data structure and the computer software and hardware components which 
permit the data structure's functionality to be realized, and is thus statutory. 

Similarly, computer programs claimed as computer listings per se, i.e., the 
descriptions or expressions of the programs, are not physical "things." They are neither 
computer components nor statutory processes, as they are not "acts" being performed. 
Such claimed computer programs do not define any structural and functional 
interrelationships between the computer program and other claimed elements of a 
computer which permit the computer program's functionality to be realized. In contrast, 
a claimed computer-readable medium encoded with a computer program is a computer 
element which defines structural and functional interrelationships between the computer 
program and the rest of the computer which permit the computer program's functionality 
to be realized, and is thus statutory. See Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 
1035. Accordingly, it is important to distinguish claims that define descriptive material 
per se from claims that define statutory inventions. See MPEP 2106. 

Dependent claims 8-10 do not cure the deficiencies as noted above, thus, also 
amount to Functional Descriptive Material: "Data Structures" representing descriptive 
material per se or "Computer Programs" representing computer listings per se. 

Under the principles of compact prosecution, claims 6 and 8-10 have been 
examined as the Examiner anticipates the claims will be amended to obviate these 35 
use § 101 issues. For example (as a constructive proposal only), - - A software 
program set embedded in one or more computer svstemf fon computer readable 
media]], said software program set comprising: ... - - as disclosed in FIG. 1, computer 
system 13 and related text in page 4, lines 19-21 . 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
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patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

7. Claims 1, 3-6, and 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent No. 6,742,033 to Smith et al. (art made of record, hereinafter "Smith") in 
view of US Patent No. 6,192,403 to Jong et al. (art made of record, hereinafter "Jong"). 
Claim 1: 

Smith discloses a method comprising: 

launctiing an application on a user system (e.g., FIG. 2, blocks 200-206, 

col. 7: 22-41); 

tracl<ing usage of said application so as to generate usage data on said 
user system (e.g., FIG. 2, blocks 202-208,col.7: 22-41); 

accessing an update site from said user system (e.g., FIG. 3, blocks 220- 
230, col. 7: 42-61); 

transferring said usage data from said user system to said update site 
(e.g., FIG. 4, blocks 232-234, col.7: 62 - col.8: 7); 

said update site prioritizing contents for said application at least in part as 
a function of said usage data (e.g., FIG. 4, blocks 234-242, col.7: 62 - col.8: 7); and 

said update site presenting to a user a list of said contents as prioritized in 
said prioritizing step (e.g., col.4: 52-61 ; col.5: 1 -1 2). 

Smith does not explicitly disclose said contents as updates for said application. 

However, in an analogous art, Jong further discloses said contents as updates 
for said application (e.g., col.1: 57-67; FIG. 8, blocks 3004-3006; FIG. 10, blocks 5006- 
5014). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to combine Jong's teaching into Smith's teaching. One would 
have been motivated to do so to let a manufacturer of the application may provide 
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support to the user of the application through the adaptive monitor and support system 
as suggested by Jong (e.g., col.1 : 57-67). 

Claim 3: 

The rejection of claim 1 is incorporated. Smith also discloses said user selects 
one or more of said updates for said application (e.g., col.7: 22-41 ; col.4: 52-61 ). 

Claim 4: 

The rejection of claim 3 is incorporated. Smith also discloses said selected ones 
of said updates are installed so as to modify said application (e.g., col.7: 42-61; col.5: 
1-12). 

Claim 5: 

The rejection of claim 1 is incorporated. Smith also discloses further development 
of said application is directed in part as a function of said usage data (e.g., col.4: 52-61 ; 
col.7: 62-col.8:7). 

Claim 6: 

Smith discloses a software program set embedded on one or more computer 
system, said software program set comprising: 

a usage data evaluator for receiving and evaluating raw usage data 
received provided by a user computer system; regarding a version of a software 
application installed tliereon (e.g., FIG. 2, blocks 200-208, col.7: 22-41), 

said usage data evaluator providing evaluated usage data; an update 
prioritizer for prioritizing contents available for said version at least in part as a function 
of said evaluated usage data (e.g., FIG. 3, col.7; 42-61); 

a web interface for communicating with said user computer system via a 
browser on said user system as to present to a user of said computer system a list of 
said contents as prioritized by said prioritizer (e.g., FIG. 4, col.7: 62 - col.8: 7; col.4: 52- 
61; col.5: 1-12). 
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Smith does not explicitly disclose said contents as updates for said application. 
However, in an analogous art, Jong further discloses said contents as updates 
for said application (e.g., col.1: 57-67; FIG. 8, blocks 3004-3006; FIG. 10, blocks 5006- 

5014). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to combine Jong's teaching into Smith's teaching. One would 
have been motivated to do so to let a manufacturer of the application may provide 
support to the user of the application through the adaptive monitor and support system 
as suggested by Jong (e.g., col.1 : 57-67). 

Claim 8: 

The rejection of claim 6 is incorporated. Smith also discloses said web interface 
specifies, for at least some of said updates, advantages over said version of said 
application (e.g., col.5: 1-12; col.7: 22-41). 

Claim 9: 

The rejection of claim 6 is incorporated. Smith also discloses a usage-tracking 
module installed on said user computer system (e.g., col.7: 62 - col.8: 7; col.4: 52-61 ). 

Claim 10: 

The rejection of claim 9 is incorporated. Smith also discloses said usage-tracking 
module is integrated with said version of said application (e.g., col.7: 42-61; col.5: 1- 
12). 

Conclusion 

8. Any inquiry concerning this communication should be directed to examiner Thuy Dao 
(Twee), whose telephone/fax numbers are (571) 272 8570 and (571) 273 8570, 
respectively. The examiner can normally be reached on every Tuesday, Thursday, and 
Friday from 6:00AM to 6:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Tuan Q. Dam, can be reached at (571) 272 3695. 

The fax phone number for the organization where this application or 
proceeding is assigned is (571) 273 8300. 

Any inquiry of a general nature of relating to the status of this application or 
proceeding should be directed to the TC 2100 Group receptionist whose telephone 
number is (571) 272 2100. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/T Dao/ 

/Tuan Q. Dam/ 

Supervisory Patent Examiner, Art Unit 2192 



